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REMARKS 

Amendments to the Specification are presented to correct for errors noted in Tables 8 and 
10 of the application as filed. 

Certain non-limiting amendments have been made to the claims to address grammar, 
context and antecedent issues. 

In the Office Action dated April 19, 2006, the Examiner considered claims 1-14, issued a 
restriction requirement and identified two Groups. 

Applicants respectfully traverse the restriction and request recombination of all claims 1- 
14 into a single group for examination. 

Claims 1-12 and claims 13-14 (Groups I and II, respectively) are related method and 
apparatus claims. The Examiner has asserted that these groups are related as product and process 
of use. In order to restrict between process and apparatus for its practice, MPEP 806.05(h) 
requires that the Examiner must show that either or both: (1) the process for using the product as 
claimed can be practiced by another and materially different product, or (2) the product as 
claimed can be used in a materially different process of using that product. The Examiner 
appears to concede that test (1) cannot be met, and instead relies on test (2). Applicants 
respectfully disagree that test (2) has been satisfied. 

The Examiner asserts, in support of test (2), that the product may be used for identifying 
genes that respond to changing environmental conditions, instead of identifying co-expressed or 
co-regulated genes. The product of claim 13 defines a system for implementing the method of 
claim 1 (claim 13 has been amended into independent format and now includes some limitations 
taken from claim 1). The analyzed data relate to gene expressions that may vary with time or to 

9 

DALLAS2 1177336vl 64659-00003 US PX 



CUSTOMER NO. 23932 PATENT APPLICATION 

Docket No. 64659-3USPX 

changing environmental conditions (see, paragraph 1 18 of the Specification). If a group of genes 
react similarly in the presence of changes in environmental conditions, these genes are co- 
regulated. Analogously, if a group of genes evolves with time in a same way in a specific 
environmental condition, these genes are co-expressed. In summary, genes that respond to 
changing environmental conditions are co-regulated. Thus, Applicant asserts that the system of 
the invention (claim 13) may be used only for the process defined in claim 1. Therefore, test (2) 
is not satisfied. 

Pursuant to MPEP 806.05(h), Applicant respectfully submits that the Examiner must now 
support a viable alternative use, or otherwise withdraw the restriction requirement between 
Groups I and II. 

Applicant provisionally elects, subject to the foregoing traverse, Group I (claims 1-12). 

The Examiner further considered claims 1-12 and issued a restriction requirement which 
identified two Species (noting that claims 1-3, 6 and 7 were generic). 

Applicants respectfully traverse the restriction and request recombination of all claims 1- 
12 into a single species for examination. 

Claims 4 and claims 5 and 8-12 (Species A and B, respectively), are related processes. In 
order to restrict between related processes, MPEP 806.05(j) requires that the Examiner must 
show that the inventions as claimed do not overlap in scope, the inventions as claimed are not 
obvious variants, and the inventions as claimed are either not capable of use together or can have 
a materially different design, mode of operation, function or effect. The requirement concerning 
the inventions not overlapping in scope refers to the inventions being mutually exclusive. In the 
present case, claim 5 recites a more detailed list of parameters which are generally described and 
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claimed in claim 4 (Applicants have amended claim 5 to depend from claim 4 so as to emphasize 
this relationship). Thus, claims 4 and 5 are NOT mutually exclusive claims. These two claims 
have some overlap in scope. Thus, Applicant asserts that there are not two patentably distinct 
species. 

Applicant provisionally elects, subject to the foregoing traverse, the invention of claim 5. 

The Examiner further considered claims 5 and 8-12 and identified a subspecies drawn to 
the utilization of different parameters. Applicant respectfully traverses. 

First, Applicant reiterates that claim 5 now depends from claim 4 and that there is no 
separate species from which a subspecies distinction can be made. 

Second, Applicant submits that the Examiner cannot make out the requirement under 
MPEP 806.05(j) for supporting a restriction because the inventions as claimed, in the context of 
claims 4 and 5, clearly overlap in scope. 

Third, even within claims 8-12, which are directed to individual calculations, the 
inventions overlap in scope. The reason for this is because claims 8-12 all operate on the claims 
4 and 5 recited "numerical parameters tied to gene expression levels." Additionally, all of claims 
8-12 refer to the generation of overall/global coefficients. These claims are all part of the same 
invention which processes numerical parameters tied to gene expression levels so as to identify 
groups of co-regulated and co-expressed genes (claim 1). 

Thus, Applicant asserts that there is not a permitted subspecies species distinction. 
Applicant provisionally elects, subject to the foregoing traverse, the subspecies of the "absolute 
values of linear correlation components from claim 5 and use of that parameter in the calculation 
of claim 8. 
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Examination of the application is requested. 



Respectfully submitted, 



1445 Ross Avenue, Suite 3700 
Dallas, Texas 75202-2799 
Tel: 214/855-4795 
Fax: 214/855-4300 
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